Paints to Trade- Marks 


AXINAAAAIAALBRAAAABAAAAAAAAS MALTATAIALALATS 


The 
Trade-Mark 
Reporter 


JANUARY 


Seeuri ty to Commerce 





ANNOUNCEMENT 


The completed volumes of The TRADE-MARK 
REPORTER may now be had in a BUCKRAM 
BINDING. The advantages are obvious. 


Many of our subscribers have recently completed 
their set of bound volumes. Have you? If not, 


consult the price list below. 


If your monthly issues are in good condition, we 
will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


New Exchange for monthly issues 
Brown. Cloth $3.00. Cloth $1.25 
Brown Buckram 3.50 Buckram 1.50 


Half Morocco 4.00 Half Morocco 2.00 


Books will be shipped by cheapest method. 
Transportation to be added to. the above prices. 


& 
| 
) 
4 
; 














CONTENTS 


Inited States Circuit Court of Appeals: 
eS Ae) ee ee 
O. & W. Thum Co. v. Dickinson 
t. Louis, Mo. Court of Appeals: 
Lo Bueno v. Viviano & Bros. Macaroni Mfg. Co. ....... 
New York Supreme Court, Appellant Division: 


Mitchell H. Mark Realty Corp. v. Major Amusement Co., 


Court of Appeals of the District of Columbia: 


In re Page Company 

Borden’s Condensed Milk Co. v. Eagle Manufacturing Co. 
Boston Rubber Shoe Co. v. Abramowitz 

Lambert Pharmacal Co. v. Mentho-Listine Chemical Co. 
Elishewits v. Leyser Green & Co. .........0ceccceces 


Field, et al. v. Coleman 





Published 
bp the 


Gnited States Trade-Mark Association 


AT 187-189 COLLEGE ST., BURLINGTON, VT. 
AN ORGANIZATION FOR THE PROTECTION OF TRADE-MARKS AND TRADE-NAMES 


Editerial Office 
32 NASSAU STREET, NEW YORK 
Organized 1878 
Medal, World’s Columbian Exposition, 1893 Grand Prix, Paris Exposition, 1900 








OFFICERS OF THE ASSOCIATION 
PRESIDENT 
EBERHARD FABER 200 Fifth Avenue, New York 


VICE-PRESIDENT 
A. J. HORLICK 37 Peart Street, New York 





ALBIN TROJAN 130 Fulton Street, New York 


ARTHUR WM. BARBER 82 Nassau Street, New York 


ARTHUR WILLIAM BARBER 


Copyright, 1918 
by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 8, 1879. 


NOTICE TO ATTORNEYS 
The Trade-Mark Reporter wishes to publish all cases of trade-mark 
infringement or unfair competition decided by any court in the United 
States and will appreciate the courtesy of attorneys in forwarding copies 
of any opinions not elsewhere published or in forwarding copies to us in 
advance of their appearance in official publications. 


Address all communications to 32 Nassau Street, 
New York City 





C)CLB408908 


FEB 19 1918 


The 


Trade-Mark 
Reporter 








JANUARY 1918 


Vol. 8 








Hemet Co. v. Wm. Wriatey, Jr., Co. 
(245 Fed. Rep. 824) 


United States Circuit Court of Appeals 
Sizth Circuit, August 1, 1917. 


1. Uwnram Competition—PLeabdine. 

Allegations of a bill on information and belief, which have 
been answered by the defendant, are sufficient to sustain a bill for un- 
fair competition, against a motion to dismiss upon the trial, for defect 
of pleading. Any objection to the bill should have been taken by mo- 
tion to make more specific. 

2. Uwrarr Competirion—ImitaATION oF PACKAGE. 
Imitation of the ground color, disposition and color of lettering 


and decorations on wrappers of chewing gum, held to constitute un- 
fair competition. 


3. Uwsrarr Competition—Conrusion—CHARACTER OF ARTICLE. 

Confusion arising from resemblances between packages of chew- 
ing gum are more likely to deceive the purchaser than if the article 
were a more expensive one. 

4. Uwnram Competition—FRAvDvutent INTENT. 

A manufacturer is chargeable with knowledge of the inevitable 
consequences of his own conduct and is presumed to intend the con- 
fusion which results from the manner of dressing his goods. 

Appeal from a decree of the United States District Court, 
Southern District of Ohio in favor of plaintiff. Affirmed. 
Gilbert Bettman, of Cincinnati, Ohio, for appellant. 
James R. Offield, of Chicago, Tll., for appellee. 
Before Warrineton, Mack and Dentson, Circuit Judges. 
Warrineton, Circuit Judge. The parties to this appeal are 
each engaged in the manufacture and sale of chewing gum. In a 
suit for unfair competition, and on final hearing, the Wrigley Com- 
pany was granted a decree enjoining the Helmet Company from 


selling or marketing chewing gum “in cartons, packages or wrap- 
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pers in size, form, color, or in arrangement of printing or device, in 
color, language or symbols, simulating’ complainant’s product, as 
identified in its bill, and particularly from selling chewing gum “‘in 
wrappers or packages containing or employing printed matter or 
devices in color, language, and form similar to” three certain brands 
of the Helmet Company, to wit, “I. X. L. Spearmint,’ ‘Helmet 
Spearmint Product” and “Red, White and Green Label Spearmint 
Product.” The Helmet Company appeals. 

The decree ought to be affirmed unless some technical rather 
than meritorious objections urged against the form of the bill must 
be sustained. 


1. Objection is made that the bill is lacking in positive and 
specific averment of facts sufficient to constitute unfair competition. 
The portions of the bill so complained of are found in the seventh 


and eighth paragraphs. In the closing part of the seventh para- 
graph the bill states: 


“* * * Your orator further averring upon information and belief 


that a certain number of dealers in chewing gum, both the wholesale jobber, 
the retail dealer and the street fakir, can be found who have purchased the 
said packages of chewing gum from the defendant for the purpose of 
palming off the defendant’s goods upon the public as the goods of your 
orator, and that this defendant has found, as a matter of fact, that the 
purchasing public makes no distinguishment between the packages of your 
orator and the Spearmint packages of this defendant, and that the Spear- 
mint product of this defendant can be palmed off on the public and trade 
generally as the goods and product of your orator.” 


The eighth paragraph is as follows: 


“That your orator avers, upon information and belief, that the said 
defendant is preparing to rush and flood the trade with vast quantities of 
chewing gum having the exact trade-dress of your orator, and that unless 
the honorable court shall grant an immediate injunction or restraining 
order preventing the sale or delivery of said packages that said defendant 
will at once utilize such delay and put upon the market his fraudulent 
imitation of your orator’s trade-dress, as above set forth, to the great and 
irreparable damage of your orator, your orator averring that said chewing 
gum product known as ‘Helmet Spearmint’ and as made by the defendant. 
is of an inferior grade or quality to the product of your orator, is not of 
the same flavor as your orator’s product, and is calculated and intended to 
and does, as a matter of fact, greatly injure the high reputation, character, 
and quality of your orator’s goods.” 


It is necessary to read the whole of the seventh paragraph in 
order rightly to understand the portion above quoted. It is there 
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in substance alleged that after complainant began an extensive ad- 
vertising campaign for its Spearmint chewing gum product in 1906 
the defendant began its chewing gum business and continued by 
progressive steps to dress its goods in such a way as ultimately to 
place upon the market the goods complained of in the suit and cov- 
ered by the decree in question. All this is set out by positive aver- 
ment. Thus the portion immediately preceding the part of the 
seventh paragraph above quoted reads: 


“And your orator avers that this defendant has simulated style of 
lettering, shape of package, peculiar markings, fokm of wrapper and gen- 
eral color scheme, thereby producing and giving to its style of package, 
carton and wrappers, the peculiar visual appearance that was adopted by 
your orator and your orator’s predecessors in the year 1894 and through 
long years of usage has become the predominating means for distinguish- 
ing your orator’s well-known Spearmint product from other gum products 
upon the market. * * *” 

What is contained in the last three lines of the same paragraph 
(above quoted) is in effect stating the inevitable consequence of 
what is previously and positively alleged in the paragraph; that is 
to say, that defendant’s Spearmint product “can be palmed off on 
the public and trade generally as the goods and product of your 
orator’; and it is not at all certain that the pleader did not through 
the use of the words ‘“‘as a matter of fact’’ intend to make the last 
averment positively. If this were not so, when the seventh and 
eighth paragraphs are read together, and indeed the whole bill 
should be considered in a unitary way, it is obvious that the latter 
portion of the eighth paragraph is positively averred; thus, after 
alleging that defendant’s product is of an inferior grade, it is stated, 
“and is calculated and intended to and does, as a matter of fact, 
greatly injure the high reputation, character and quality of your 
orator's goods.’’ And these averments alone, as matter of plead- 
ing, furnish sufficient foundation for the decree. 

2. It is a mistake, moreover, to suppose that the allegations 
founded on information and belief cannot rightfully be considered 
on final hearing. The criticism made of the first part of the eighth 
paragraph is that an immediate restraining order was alleged to be 
necessary. It is enough to say of this that no steps were taken to 
obtain such an order, and that no such order was issued. It is to be 
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observed of the form of such allegations as complainant made upon 
information and belief that they distinctly allege existence of the 
facts set out, though upon information and belief. This does not 
differ from the commonly recognized form that plaintiff “has been 
informed and believes, and therefore avers.” Murray Co. v. Con- 
tinental Gin Co. (C. C.) 126 Fed. 583, 534, and citations, by Judge 
Bradford; Wyckoff v. Wagner Typewriter Co. (C. C.) 88 Fed. 515, 
517, by Circuit Judge Lacombe; Elliott & Hatch Book-Typewriter 
Co. v. Fisher Typewriter Co. (C. C.) 109 Fed. 330, 331; Boyd v. 
Thayer, 143 U. S. 185, 146, 181, 12 Sup. Ct. 375, 36 L. Ed. 103; 
Story, Eq. Pl. (10th Ed.) § 241, p. 236, note; Rush, Eq. Pl. Pr. 2d 
Ed.) § 63; 1 Whitehouse, Eq. Pr. § 105. And in Leavenworth v. 
Pepper (C. C.) 82 Fed. 718, 719, when passing upon a question 
whether defendants should be called on to answer a bill involving 


allegations of fraud based only on information and belief, Judge 
Thayer said: 


“I think that position is untenable. If the court was asked to grant 
any interlocutory orders, such as to issue an injunction against making 
sales of any of the property pending suit, or if it was asked to appoint a 
receiver of the property pending the litigation, the court would look at the 
character of the averments, and finding that they were only made upon 
information and belief, it would probably refuse any such interlocutory 
orders; but the fact that these averments are made upon information and 
belief is no reason, in my judgment, why the defendants should not answer 


the bill.” 

We do not overlook decisions like Gaines & Co. v. Sroufe 
(C. C.) 117 Fed. 965, where objection was seasonably taken to al- 
legations made on information and belief in respect of matters ob- 
viously within the knowledge of the pleader; but decisions of that 
character are hardly applicable to allegations concerning the effect 
of an alleged infringer’s own acts and their tendency to deceive the 
public. Further, in view of the knowledge to be imputed to the 
claimed infringer, his voluntary answer to the pleading ought to 
operate as a waiver of such questions of definiteness in averment. 
Here the defendant filed an elaborate answer, seemingly meeting 
every averment of the bill, without questioning its sufficiency. It 
was not until the case was brought to final trial that the bill was 
challenged either as to form or certainty of averment. Counsel 
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then presented objections similar to those urged here, but they do 
not appear to have been distinctly passed upon. We have assumed 
that counsel were entitled to present the same objections in this 
court; but while complainant might seasonably have been required 
to make positive and specific averments as to some facts which 
would seem to have been within its knowledge, still no present ad- 
vantage can be taken of this, since we think the bill as an entirety 
in substance states a case of unfair competition. 

3. It is objected that there is no evidence to support the bill. 
The issue of fact seems to have been, whether defendant’s trade- 
dress is a substantial imitation of plaintiff's. After the suit was 
brought and before answer was filed, on motion of complainant, an 
order was made in pursuance of equity rule 58 (198. Fed. xxxiv, 115 
C. C. A. xxxiv) requiring defendant by its president to answer cer- 
tain interrogatories. Defendant was then asked to state, among 
other things, when it first placed on the market and how long it 
continued on the market Spearmint products. The president of de- 
fendant answered the interrogatories by stating that it commenced 
to market its “I. X. L.” Spearmint brand February 5, 1909, and 
continued to market the same “intermittently since” that date; that 
it commenced to market its “Helmet Spearmint Product’’ August 30, 
1913, and had “continued intermittently to market” the same since 
that date; that it commenced to market its brand “Red, White and 
Green Label Spearmint Product’? January 5, 1910, and had “con- 
tinued intermittently to market” the same since that date. Further, 
defendant was asked whether it had ‘manufactured and sold Spear- 
mint products in labels and cartons as identified by the four (three) 
exhibits in the preceding interrogatories, within the Southern dis- 
trict of Ohio, Western Division, prior to June 1, 1914”; and it was 
further asked whether it had “sold its various Spearmint products 
in labels and cartons, as identified in the preceding interrogatories, 
in the states of the United States other than the state of Ohio.” 
The answer to these last two interrogatories was in each instance 
in the affirmative. These answers were all duly verified, and, to- 
gether with the interrogatories, were received in evidence at the 
trial. The trial for the most part was conducted in an informal 
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way, and yet so as to bring out the essential facts. This was done 
in a measure through undisputed statements of counsel and through 
exhibits showing the brands of chewing gum of the respective 
parties so far as necessary to a solution of the case, and showing 
particularly the cartons, packages, wrappers, and their distinctive 
forms, colors, and dress, respectively; these were presented to the 
court below and have been brought here. By stipulation, a pamphlet 
called “Catalogue of Helmet Brands of Gum” and a folder called 
“Helmet Company’s Agent’s Sheet’”’ were introduced. 

After the court held that a prima facie case had been made, 
counsel for defendant stated: 


“Well, we will put in evidence in regard to this word ‘intermittently.’ 
Of course, with regard to the question of the trade-dress, there is no dis- 
pute in the case, and whether or not the trade-dress is an imitation, in the 
opinion of this court, of the complainant’s is something that you cannot 
introduce proof in regard to.” 


The president of the defendant was called to explain the word 
“intermittently” as it was used in his answers to the interrogatories 
before mentioned. He said: 


“By ‘intermittently’ I mean that some days we would get orders and 
other days we would not; probably a lapse of a day or two.” 


The record shows that the trial judge examined a number of 
packages of chewing gum, presumably the packages appearing here 
as exhibits, one of which is marked “Complainant’s Exhibit, Com- 
plainant’s package,” and the other four including the three brands 
of defendant above specifically mentioned and another brand of de- 
fendant marked as “Complainant’s Exhibit, Defendant’s Mountain 
Spearmint Product’’; and it may be said in passing that as to this 
latter package no relief was granted. The court asked complain- 
ant’s counsel how long the Wrigley package had been on the mar- 
ket, to which answer was made without objection: 


“Twenty-two years, and the counterbands have been substantially the 
same as they are from the beginning, but that is the one they are ad- 
vertising.” 


We do not discover that this was contradicted, and, on the 
contrary, it seems to have been an accepted fact below, if indeed it 
is not in effect conceded in the answer, that the business of the 
Wrigley Company and its predecessors began long before defend- 
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ant commenced the manufacture and sale of chewing gum. The 
trial judge rendered no formal opinion, yet near the close of the 
hearing he stated, “I think it is a case of bad faith,’ and directed 
a decree except as to the Mountain brand. 

The most convincing evidence to be found in the record in sup- 
port of the charge of unfair competition appears in the trade-dress 
employed by the respective parties, excluding of course the Moun- 
tain brand. The packages of both parties, consisting of counter- 
bands and individual pieces of chewing gum, are all substantially 
of the same size. The groundwork of these counterbands is white, 
and all have a green bar, appearing on both sides, with the name 
Spearmint displayed thereon in white letters, but the bar of com- 
plainant’s counterband has a rude spearhead at one end. At one 
end of complainant’s counterband is a sprig of spearmint in green, 
at the other end are the words, “The Flavor Lasts,” in green letters 
disposed above and below the point of the spear, and the same 
figure and words are displayed in the same way on the opposite side. 
At each end of two of the defendant’s counterbands is a green shield, 
one bearing the letters “I.X.L.” in white, and the other “Lasting 
Flavor” in white, and the same design and letters appear at the 
ends of the opposite sides. The remaining counterband of defend- 
ant has at one end a shield outlined by double green lines with 
white center and bearing the letters “I.X.L.”” with some flourishes 
in green, the other end showing a helmet in green, with the words 
“Helmet Gum” in green letters immediately above the helmet, and 
the same designs appear at the ends of the opposite side. The 
names “Wrigley” and ‘Pepsin Gum” appear in red letters, the one 
above and the other below the green bar, on both sides of com- 
plainant’s counterband; while the names “Pepsin” and “Chewing 
Gum” appear in green letters, the one above and the other below 
the green bar, on both sides of one of defendant’s counterbands. 
The names “Pepsin” and “Chewing Gum’ in red letters are simi- 
larly arranged on another of defendant’s counterbands, and the 
names “Helmet” and “Chewing Gum” in red letters appear in the 
same positions on the remaining counterband of defendant. One 
edge of complainant’s counterband shows the following: A green 


. 
; 
: 
: 
. 
: 
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bar with a spearhead bearing the words “The Flavor Lasts” in 
white letters, and immediately under the bar the name “Wm. Wrig- 
ley, Jr., Co.,” with the names of the cities Chicago and New York 
at one end of the name of the company, and Toronto and London, 
England, at the other end, and the opposite edge is the same except 
that the words borne on the green bar are “Perfumes The Breath’ 
in white letters. On one edge of defendant’s counterbands these 
words appear in green letters and figures, “Guaranteed” and be- 
neath this word, ‘““Under the Pure Food and Drugs Act, June 30, 
1906, Serial No. 18035”; on the opposite edge, “A Pleasant Chew- 
ing Gum containing Pepsin and other pure food ingredients’; un- 
derneath these words are “Lasting Flavor Good For Digestion.” 
On another of defendant’s counterbands the same words appear on 
one edge except that “Guaranteed”’ is in red letters, and on the op- 
posite edge the same words appear except that the first sentence is 
in red letters, and the others in green. On one edge of defendant's 
remaining counterband are the words in green letters, ‘“Guaran- 
teed by The Helmet Co., Cincinnati, Under the Food and Drugs 
Act, June 30, 1906,” and on the opposite edge the word “Spear- 
mint” appears in green letters. Above the letters on each of the 
edges last mentioned are two heavy dotted parallel lines in red. 
Complainant’s and defendant’s packages alike contain five pieces 
or bars of chewing gum, and are completely inclosed in pink paper, 
except that the pieces of chewing gum are not so inclosed at the ends 
of one of defendant’s packages. 

While there are different features of these packages, both in 
words and colors, yet there is a most striking similarity in their 
general appearance. Complainant’s product, it is true, can be dis- 
tinguished from defendant’s products when the packages are ex- 
amined together for purposes of comparison; this can be done too 
when they are examined separately by one who is familiar with the 
two sets of packages, since he can do so through the presence or 
absence alone of Wrigley’s name; but the identity is so marked that 
the average user desiring the product of either producer would in 
all likelihood be misled into buying the product of the other. The 
likelihood of confounding defendant’s brands with complainant’s 
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biand would naturally occur in respect of an inexpensive article 
such as chewing gum. Any tendency to confuse users ought to sug- 
gest to manufacturers and dealers avoidance of similarity, rather 
than its cultivation. The degree of resemblance found here can 
receive but one interpretation; it required ingenuity and study to 
bring it about; it is calculated to confuse and deceive. One of the 
controlling reasons for this is to be found in the skilful association 
of colors employed by defendant on its counterbands and on the 
wrappers of the individual pieces of chewing gum, and particularly 
(except as to one) the use made of the pink. The only answer 
that the president of defendant company could give to the question 
why it was necessary to “adopt a pink wrapper for each individual 
stick” was: 

“Because pink poster paper is the cheapest paper for printing. Some 
of the high priced goods have white and some pink, but pink is the cheap- 
est paper.” 

In an opinion rendered in Wm. Wrigley, Jr., Co. v. Colker, 
245 Fed. 907, as appears by an exhibit here, Judge Cochran said: 


“The defendant has the right to use spearmint to flavor his gum, and 
to sell it. But why not wrap it up in a blue package? I have an idea that 
if you would put it up in a blue package, the complainant would not com- 
plain. Why does he select pink, when he has got all the other colors of the 
rainbow to make a selection from—blue and violet and yellow and green? 
But he takes the complainant’s color. And so as to these other markings. 
Wrigley has his lettered in red and so is Colker’s lettered in red. Other 
markings are in green on Wrigley’s product, and so is Colker’s in green, 
and it is that way all around, it is in the same colors exactly. There is no 
other conclusion that one can come to, than that he adopted that dress in 
order to get Wrigley’s business.” 


As Judge Lacombe said in Lalance & Grosjean Mfg. Co. v. 
National Enameling & Stamping Co. (C. C.) 109 Fed. 317, 318: 


“It is no doubt true that no one can have a trade-mark monopoly in 
color of paper, or in shape of label, or in color of ink, or in one or another 
detail; but a general collocation of such details will be protected.” 


Defendant admits extensive marketing of its product under 
the brands in question. No necessity is shown for dressing its 
product so as to confuse it with that of complainant. True, it is 
said that the predominating color, pink, is cheaper; but this is 
simply illustrative of defendant’s apparent indifference to the rights 
of the using public, not to speak of the rights of complainant. It 
is well settled that dealers are not so much to be considered as are 
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the ordinary users; the former will of course know the manufactur- 
ers from whom their purchases are made, but the latter are open 
to deception whether practiced by the manufacturer or the dealer; 
and hence the effect of producing and dressing goods that are cal- 
culated to deceive is at once a temptation to unscrupulous dealers 
and an imposition upon unwary users. Samson Cordage Works v. 
Puritan Cordage Mills, 211 Fed. 6038, 610, 128 C. C. A. 203, 
L. R. A. 1915F, 1107 (C. C. A. 6) [4 T. M. Rep. 225]; Coca-Cola 
Co. v. Gay-Ala Co., 200 Fed. 720, 722, 728, 119 C. C. A. 164, and 
citations (C. C. A. 6) [8 T. M. Rep. 1]; L. E. Waterman Co. v. 
Standard Drug Co., 202 Fed. 167, 171, 120 C. C. A. 455, and cita- 
tions (C. C. A. 6) [8 T. M. Rep. 120]; N. K. Fairbanks Co. 
v. R. W. Bell Mfg. Co., 77 Fed. 869, 875, 23 C. C. A. 554 (C. C. 
A. 2); Wotherspoon v. Currie, Law Rep. 5 E. & I. 508, 517; Lever 
v. Goodwin, 36 Ch. D. 1, 2, 3, 7; National Biscuit Co. v. Baker 
(C. C.) 95 Fed. 185; R. Heinisch’s Son’s Co. v. Boker (C. C.) 86 
Fed. 765, 768; Cauffman v. Schuler (C. C.) 128 Fed. 205, 206. 

4. It is idle to suppose that defendant’s officers cannot discern 
the injurious effect of the manner in which they suffer the com- 
pany’s brands to be dressed and put upon the market. The defend- 
ant is therefore chargeable with knowledge of the inevitable con- 
sequences of such conduct, and so is open to the inference that it 
intends its products to be confused with and mistaken for com- 
plainant’s product. Elgin Nat. Watch Co. v. Ill. Watch Co., 179 
U. S. 665, 674, 21 Sup. Ct. 270, 45 L. Ed. 365; Samson Cordage 
Works v. Puritan Cordage Mills, supra, 211 Fed. 608 (C. C. A. 
6) [4 T. M. Rep. 225]; Fuller v. Huff, 104 Fed. 141, 145, 43 
C. C. A. 453, 51 L. R. A. 882 (C. C. A. 2); Collinsplatt v. Finlay- 
son (C. C.) 88 Fed. 693; Meccano v. Wagner (D. C.) 284 Fed. 912, 
918 [6 T. M. Rep. 487]; Wm. Wrigley, Jr., Co. v. L. P. Larson, 
Jr., (C. C.) 195 Fed. 568, 570 [2 T. M. Rep. 279]; Von Mumm 
v. Frash (C. C.) 56 Fed. 830, 837; Braham v. Beachim, 7 Ch. D. 
848, 856; Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 164, 168, 24 
Atl. 658; Northwestern Knitting Co. v. Garon, 112 Minn. 821, 326, 
128 N. W. 288. 

The decree must be affirmed. 








; 
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O. & W. Tuum Co. v. Dickinson 
(245 Fed. Rep. 609) 


United States Circuit Court of Appeals 
Sizth Circuit, November 6, 1917 


On petition for a rehearing. Denied. For the opinion as 
rendered see 7 T. M. Rep. 469. 

Per Curiam. Ordered that the petition for rehearing be de- 
nied. However, the inference stated in the fourth footnote to the 
opinion was inadvertently drawn from resemblance between Dickin- 
son’s sketch and both of plaintiff's sketches therein mentioned, in- 
stead of the resemblance alone between Dickinson’s sketch and 
plaintiff’s first sketch; so considered, we think the inference should 
be withdrawn. This withdrawal, however, affects the evidence only 
in a cumulative sense, and hence is not material. 


Lo Bueno, et al. v. Viviano & Bros. Macaroni Mra. Co. 
(198 Southwestern Rep. 498) 
St. Louis, Missouri, Court of Appeals, November 6, 1917. 


1. Uwnrarm Competirion—Famity NAME. 

While a family name cannot be exclusively appropriated by one 
person, so as to deprive another person of the same name of the right to 
use the name in his business, the name cannot be so used as to cause 
confusion as to the iaentity of the parties. 

Where plaintiffs have for a long time put out olive oil under their 
family name “Lo Bueno,” they were entitled to restrain the defendants 
from using the name “S. Lo Bueno” on a similar product, not of 
plaintiffs’ manufacture. 

2. Unram CompetTition—Extent or Damaces. 

In the absence of proof of either loss by plaintiffs or profit by 

defendants, only nominal damages are recoverable. 


Appeal from a decision of the Circuit Court of St. Louis. Af- 
firmed on condition that remittitur be filed. 
Geo. W. Lubke and Geo. W. Lubke, Jr., both of St. Louis, for 
appellants. 
Joseph Wheless, of St. Louis, for respondents. 
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ALLEN, J.: This is a suit in equity wherein plaintiffs seek in- 
junctive relief against the defendant corporation, together with an 
accounting and damages, because of certain alleged wrongful acts 
of defendant charged to constitute unfair competition with plain- 
tiffs in their business. Upon an order to show cause the court is- 
sued a temporary restraining order which remained in force until a 
full hearing was had upon the merits. The latter trial resulted in 
a decree for plaintiffs, to be hereafter noticed, from which defend- 
ant prosecutes the appeal before us. 

The petition alleges that plaintiffs, Augustino Lo Buono, An- 
tonio Lo Buono and Salvatore Lo Buono, of the city of St. Louis, 
and Guiseppi Lo Buono, of the town of Termini, Imerese, in Sicily, 
Italy, are copartners, doing business as August Lo Buono & Co., 
and engaged in business in the city of St. Louis as importers and 
wholesale dealers in “Italian produce” such as macaroni, olive oil, 
etc., and in Termini, Imerese, in the manufacture and exportation 
of olive oil; that defendant is a corporation with its principal place 
of business in the city of St. Louis, and there engaged in business 
of importing and selling Italian produce, including olive oil. And 
it is alleged that plaintiffs have been engaged in the business afore- 
said for about 14 years, have established a large business and a 
good reputation for their wares, and that the firm is the sole distribu- 
tor in the United States of their olive oil, which is manufactured at 
Termini, Imerese, under the supervision of plaintiff Guiseppi Lo 
Buono, is “of the highest grade superfine olive oil,’ and the only 
olive oil produced in Termini which is imported into the city of St. 
Louis. 

The petition further alleges that plaintiffs shipped their olive 
oil from Italy ‘to the shipping address, S. Lo Buono, which was the 
name of plaintiff’s father, who preceded them in the business in St. 
Louis, as it is also the name of one of the plaintiffs,” in tin cans of a 
special style, having thereon certain described labels, pictures and 
devices, with the name of the said place of production, and bearing 
the name of Guiseppi Lo Buono, which cans were manufactured 
specially for plaintiffs by a factory in Palermo, Sicily. And it is 
alleged that defendant, for some time prior to the institution of the 
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suit, with the intention of unfairly competing with plaintiffs and 
injuring them in their good name and business, fraudulently ar- 
ranged with the manufacturer of an inferior grade of olive oil in 
Trabia, Sicily, to procure and did procure cans identical with those 
of plaintiffs, with the exception of the name “Guiseppi Lo Buono” 
appearing upon plaintiffs’ cans; that in lieu of said name defendant 
directed the manufacturer to place upon the cans the name “S. Lo 
Buono”; that in fact the manufacturer put defendant’s name upon 
the cans, but upon their arrival in the city of St. Louis defendant 
fraudulently caused its own name to be painted over and that of 
S. Lo Buono to be inserted in lieu thereof. 

The petition in part is devoted to the alleged fraudulent con- 
duct of defendant in importing inferior olive oil from Trabia and 
other places in Italy, other than Termini, and selling the same in 
cans falsely labeled “Termini, Imerese,” as the place of production. 
But these allegations are inconsequential. And it is averred that 
defendant sold large quantities of the alleged “misbranded and in- 
ferior’ oil to plaintiffs’ customers, and has large quantities thereof 
on hand; and that defendant, by its alleged wrongful acts, has 
caused many of plaintiffs’ customers to cease dealings with plaintiffs 
and to deal with defendant, and has thereby seriously injured 
pla ntiffs in their business and reputation, and deprived them of 
profits, ete. 

The prayer is that defendant be enjoined “from offering for 
sale and from selling the cans of olive oil above described bearing 
the name of S. Lo Buono, and from the sale of the olive oil put up 
by the defendant and branded as the produce of Termini, Imerese,” 
for an accounting, and for $5,000 damages. 

The answer admits the corporate existence of defendant, but 
denies generally the other allegations of the petition. Further 
answering, the defendant says that in August, 1913, it purchased 
from the firm of S. Sunseri & Bros., doing business in Sicily and in 
Pittsburg, Pa., 95 cases of olive oil which was to be produced in the 
Termini district in Sicily and packed in cans bearing the name of 
S. Lo Buono; that the name of S. Lo Buono was the name of the 
grandfather of S. Sunseri & Bros., and during his lifetime was en- 
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gaged in packing and exporting olive oil and created a certain 
good will for his merchandise packed under his name; that upon 
the death of said S. Lo Buono, S. Sunseri & Bros. under the laws 
of Sicily, became entitled to all his property rights, including the 
right to use his name; and that upon the sale of said cases of oil 
by S. Sunseri & Bros. to defendant, the former had the right to label 
the package with the name of S. Lo Buono, and that plaintiffs “had 
no exclusive right to use their said name in connection with olive 
oil packed in tins.”’ 

The reply is a general denial of the new matter of the answer. 

The evidence shows that for about 15 years prior to the trial 
below plaintiffs had been engaged in selling olive oil in the city of 
St. Louis, produced by plaintiff Guiseppe Lo Buono, at Termini, 
Imerese, and had established a trade and good will in this business. 
The firm was not, however, the only distributor in said city of oil 
produced in Termini, Imerese, which, it appears, was reputed to be 
of excellent quality. Plaintiffs’ business in the city of St. Louis 
was formerly conducted, in whole or in part, by plaintiffs’ father, 
Salvatore Lo Buono, who died in 1906. Their oil was sold in cans 
manufactured and labeled at Palermo, Sicily, upon which, in addi- 
tion to other things, appeared the name of the town, “Termini 
Imerese,” as being the place of production, and the name “Gppe. 
Lo Buono.” But apart from the use of the name Guiseppi Lo 
Buono thereon, the cans thus used by plaintiffs, with the various 
designs and wording thereon, were of a “stock variety” commonly 
sold by the manufacturer to producers and packers of “Termini 
oil.” 

Defendant operation, which has likewise been in business in 
the city of St. Louis for many years, is engaged, among other things, 
in selling imported olive oil. In August, 1913, defendant con- 
tracted with the firm of S. Sunseri & Bros., of Pittsburg, Pa., 
whereby the latter agreed to sell and deliver to defendant “100 
cases olive oil, Lo Buono imitation brand; label on cans bearing S. 
Lo Buono’s name.”’ Only 95 cases were shipped, however. When 
the shipment arrived in the city of St. Louis the cans containing the 
oil—being otherwise cans of the said “stock variety,’ made and 
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labeled by the manufacturer at Palermo, mentioned above—bore the 
name “V. Viviano & Bros.,”’ and not “S. Lo Buono,” as provided in 
the contract. Defendant thereupon proceeded to have the labels 
changed by obliterating its name and putting “S. Lo Buono” upon 
the cans. It appears that this change was made upon about one- 
half of the cans, and that of these defendant actually sold but 14 
cases, of 12 gallons each. 

It appears that S. Sunseri & Bros., of Pittsburg, have a 
“branch” in Trabia, Sicily, and that the oil comprising this ship- 
ment was exported from the latter place packed in the cans pro- 
cured from Palermo. It is said to have been produced in Termini, 
but by the error of a broker was delivered for export as having 
been produced at Trabia where it was shipped. 

Evidence in defendant’s behalf goes to show that upon dis- 
covering that the cans, comprising the shipment mentioned, bore de- 
fendant’s name instead of “S. Lo Buono,” defendant, for this rea- 
son, refused to receive the shipment and so notified S. Sunseri & 
Bros., and that the latter firm thereupon authorized defendant to 
have the name upon the cans changed to “S. Lo Buono.” Accord- 
ing to defendant’s evidence, one Salvatore Lo Buono, of Trabia, the 
grandfather of the Sunseri brothers, was a producer of and dealer 
in olive oil. It is said that he packed Termini oil, or oil “grown 
in the Termini territory,” and established a favorable reputation 
for his product, and that he died in 1904, leaving as his only heirs 
the Sunseri brothers, the sons of a deceased daughter, who thus 
inherited his property rights under the laws of Sicily, including the 
right to use his name as a “brand” of olive oil. And there is testi- 
mony that this name had been thus used by S. Sunseri & Bros., 
when they so desired, in selling olive oil in this country. And de- 
fendant’s evidence is that the oil produced in Trabia, a smaller 
municipality adjoining the town of Termini, Imerese, if the same 
quality as that produced in Termini. 

In plaintiff's behalf there is evidence tending to show that 
the Salvatore Lo Buono last mentioned, the grandfather of the Sun- 
seri brothers, was not in his lifetime engaged in the business of 
producing or selling oliveoil, but was a miller in Trabia, and later 
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engaged in the manufacture of macaroni. And for plaintiffs there 
is testimony to the effect that the olive oil produced at Trabia 
is inferior to that of Termini. 

Such further reference to the evidence as may appear neces- 
sary will be made in the course of the opinion. 

By the decree entered below (as amended by the court of its 
own motion during the term) the court found that plaintiffs had built 
up and established a lucrative trade and business in olive oil “under 
and by use of the trade-names of S. Lo Buono and Guiseppi Lo 
Buono,” and found that the importation by defendant of the olive 
oil aforesaid, and its sale in cans labeled as mentioned, was ‘“un- 
fair competition against these plaintiffs,’ and constituted ‘“‘a fraud 
upon their rights in the trade-name in the olive oil business, ‘S. 
Lo Buono’ and ‘Guiseppi Lo Bueno.’ And it was adjudged and de- 
creed that defendant be perpetually enjoined “from manufacturing, 
importing, selling, or disposing of, in the city of St. Louis, and 
state of Missouri, olive oil under the trade-name of ‘S. Lo Buono,’ 
without the consent of these plaintiffs’; and that plaintiffs have 
and recover of the defendant the sum of $70 as damages. 

Error is assigned to failure of the court to rule upon an ob- 
jection made by defendant to certain testimony of a witness for 
plaintiff given by deposition. The objection was to but a part of 
the answer of the witness, brought out on cross-examination, and 
pertained to the quality of Trabia oil as compared to that of Ter- 
mini. It is unnecessary to dwell upon the matter, for under the 
circumstances it is manifest that the court’s failure to rule upon the 
objection could not have been prejudicial error. 

It was conceded below that, aside from the use of the name 
“S. Lo Buono” thereon, plaintiffs could not complain of the use by 
defendant of the cans involved herein. As said, they were, with 
their devices and labels, “‘stock’’ cans, to which plaintiffs had no ex- 
elusive right. Neither is it contended that plaintiffs had any ex- 
clusive right to sell in the city of St. Louis olive oil from Termini, 
or so branded. And the quality of the olive oil sold by defendant 
(not shown to be inferior) is not a factor in the case. 


We are con- 
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cerned only with the question whether defendant should be enjoined 
from using the name “S. Lo Buono,” as it was attempting to do. 

It is earnestly contended by learned counsel for appellant that 
the evidence wholly fails to establish a right on the part of plain- 
tiffs to any relief, and that the bill should have been dismissed. The 
argument advanced is predicated upon the theory that through Sun- 
seri & Bros., defendant lawfully acquired the right to use the name 
“S. Lo Buono” in importing and selling olive oil. And it is urged 
that ‘“‘a personal name cannot be exclusively appropriated as a trade- 
mark so as to deprive another person of the same name or a similar 
name from using his own name in connection with his business or 
goods,” citing Donnell v. Herring-Hall-Marvin Safe Co., 208 U. S. 
267, 28 Sup. Ct. 288, 52 L. Ed. 481; Hygeia Distilled Water Co. v. 
Hygeia Ice Co., 72 Conn. 646, 45 Atl. 957, 49 L. R. A. 147, Wm. 
Rogers Mfg. Co. v. Simpson, 54 Conn. 527, 9 Atl. 395, Frazer v. 
Frazer Lubricator Co., 121 Ill. 147, 13 N. E. 689, 2 Am. St. Rep. 73, 
and other cases. A discussion of these cases would here serve no 
useful purpose. It may be conceded that the general rule is that a 
personal name—an ordinary family surname 





cannot be exclusively 
appropriated by any one as against others having a right to use it. 
The rule proceeds upon the broad principle that every man has a 
right to use his name reasonably and honestly in any business call- 
ing. See Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972. What, in brief, we 
understand to be the true doctrine upon the subject, approved by 
the Supreme Court of the United States in Singer Mfg. Co. v. 
June Mfg. Co., 163 U. S. 169, loc. cit. 187, 16 Sup. Ct. 1002, 41 
L. Ed. 118, is stated as follows: 

“Every one has the absolute right to use his own name honestly in his 
own business, even though he may thereby incidentally interfere with and 
injure the business of another having the same name. In such case the 
inconvenience or loss to which those having a common right are subjected 
is damnum absque injuria. But although he may thus use his name, he 
cannot resort to any artifice or do any act calculated to mislead the public 


as to the identity of the business firm or establishment, or of the article 


produced by them, and thus produce injury to the other beyond that which 
results from the similarity of name.” 


In the instant case the acts of defendant complained of do not 
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arise from the use by it of its own name, or. of the family name of 
those interested in the corporation or business. Defendant claims 
to have acquired through Sunseri & Bros. the right to use the name 
“S. Lo Buono” in importing and selling olive oil. But in no event 
could such transmitted right, if any, justify defendant in making 
use of this name, in a locality where plaintiffs and the defendant 
were competitors, with the object and purpose of deceiving intend- 
ing purchasers and inducing them to believe that they are buying 
the goods of plaintiffs, if defendant did so. Injury thereby re- 
sulting to plaintiffs would not be produced merely by an unfortunate 
similarity of names, but by a device or artifice constituting unfair 
competition. 


“Any conduct, the natural and probable tendency and effect of which 
is to deceive the public so as to pass off the goods or business of one per- 


son as and for that of another constitutes actionable unfair competition.” 
38 Cyc. 756. 


“The essence of the wrong consists in the sale of the goods of one 
manufacturer or vendor for those of another.” Elgin Watch v. Illinois 
Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365. 

In this view a court of equity will scrutinize the object and 
purpose which it may appear that defendant had in thus contracting 
with Sunseri & Bros. and putting the name “S. Lo Buono” upon 
these cans. Defendant’s president and Salvatore Sunseri, defend- 
ant’s witness, undertook to explain the use of the term, “Lo Buono’s 
imitation brand,” in the contract between defendant and S. Sunseri 
& Bros. It is said, in substance, that the use of the word “imita- 
tion” was through the lack of accurate knowledge of the English 
language. In this connection Sunseri said: 


“Mr. Viviano asked me to have a brand which was not exactly like the 


one I was handling, but different, so that he could push it and have the 
exclusive sale of that brand.” 


Defendant’s president said: 


“I wanted the name ‘S. Lo Buono,’ but I wanted the can different, as 
everybody had a package like that, and I wanted a can by myself.” 

In fact, the cans shipped, except for the name S. Lo Buono, 
were identical with those in common use. These explanations do 


not satisfactorily serve the purpose for which they were intended, 
but we pass the matter. 
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Defendant’s president testified at the trial that he knew that 
plaintiffs had been in business for some four years; that he had 
never bought olive oil from S. Sunseri & Bros. prior to the occasion 
in question, though he had bought other things from them. When 
asked on cross-examination how he knew of the “S. Lo Buono 
brand,” which he contracted for, not having previously bought oil 
from Sunseri & Bros., he said, “I saw it in Pittsburg.”” When asked 
who first spoke about putting this name on the cans he said that he 
did. A deposition of this witness, admitted in evidence, shows 
that he previously testified as follows: 


“We asked him [Salvatore Sunseri] if he had any Termini oil for sale 
ind he said, ‘Yes, and he says, ‘I am going to label with the name of my 
grandfather, ‘S. Lo Buono.’” 

In giving his deposition he was asked: 
“Why did you want the cans marked in the name of S. Lo Buono?” 
He answered: 


“That’s himself. That’s what he sold to us.” 


Again he was asked: 


“Who is S. Lo Buono in Termini, Imerese?” 


He replied that he did not know; that he had never heard of 
5S. Lo Buono. 

Under the circumstances we think that a court of equity may 
with propriety find that the use of the name “S. Lo Buono” by de- 
fendant was with an ulterior purpose and object in view, calculated 
to injure plaintiffs in their trade and business, and constituted un- 
fair competition with them within the meaning of the principles 
stated above. Some deference may be justly accorded to the find- 
ings of the chancellor below, who had the witnesses before him; but 
apart from this we see no reason to disturb the judgment as to the 
injunctive feature of the case. 

It is true that plaintiffs used upon their cans the name Guiseppi 
Lo Buono, or “Gppe. Lo Buono,” and not “S. Lo Buono.” But the 
suit does not proceed as for the protection of a technical trade- 
mark, but on the broader theory of unfair competition. And under 
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all of the circumstances a court of equity is warranted, we think, 
in concluding that the aforesaid use of the name “S. Lo Buono” by 
defendant was a violation of plaintiffs’ rights. 

It was not shown that prior to the institution of the suit 
plaintiffs suffered any loss by reason of the acts of defendant in 4 
question, nor is there any evidence as to the profits, if any, made 
by defendant upon the 14 cases of oil sold by it. There is testi- 
mony that plaintiffs’ profits on like goods averaged from $4 to $5 
per case, and upon this testimony, evidently, the court awarded the 
$70 as damages; but this evidence, we think, furnished no basis for 
such recovery. As to the rule regarding the extent of recovery in 
cases of this character generally, which need not be here stated, see 
88 Cyc. 909, 913. In this connection see, also, Addington v. Culli- 
nane, 28 Mo. App. 238; Peltz v. Eichele, 62 Mo. 171; Lampert v. 

Drug Co., 119 Mo. App. 693, 100 S. W. 659; Id., 288 Mo. 409, 141 

S. W. 1095, 37 L. R. A. (N. S.) 533, Ann. Cas. 1918A, 351 [2 T. M. 

Rep. 78|. In any event, in the absence of proof of either loss by } 
plaintiffs or profits made by defendant, only nominal damages are 
recoverable 

If plaintiffs, therefore, will remit all the amount allowed 
below as damages, excepting the sum of $1 (i. e., $69), the judgment 
will be affirmed; otherwise, it will be reversed, and the cause re- 
manded. 



















Reyno tps, P. J., and Becker, J., concur. 








MitrcuHet H. Mark Rearty Corporation v. Mason AMUSEMENT 
Co., Inc. 


New York Supreme Court, Appellate Division, 


First Department, December, 1917 


Unrar CoMPETITION—NAME OF THEATER. 
The owner of a motion picture theater, operated for three years in 
New York City and widely advertised throughout the world, is entitled ; 
to be protected against the use of the name on another motion picture : 
theater in the same city, although in a different section of the city, and 
catering to a cheaper trade. 


Appeal from an order of the Special Term, denying a motion 
for a preliminary injunction. Reversed. 
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Mortimer Fishel, of counsel (Irving M. Dittenhoefer with him 
on the brief), for appellant. 

Alfred G. Steiner, of counsel (Dennis F. O’Brien with him on 
the brief; O’Brien, Malevinsky & Driscoll, attorneys), 
for respondents. 

Dowi1na, J.: The plaintiff has brought this action to restrain 
the defendants from using the name “The Strand,” or any simula- 
tion or imitation thereof, as the name, or part of the name, of any 
theater or in connection with any advertisement or announcement 
thereof, and for other relief. In this action a temporary injunction 
has been asked restraining the defendants during the pendency of 
this action from using the name “Strand” or “Harlem Strand” as 
the name, or part of the name, of any theater or in any announce- 
ment or advertisement of any theater. There is practically no dis- 
pute as to the facts. The plaintiff corporation was organized under 
the laws of the State of New York, and in August, 1913, began the 
erection at Broadway and Forty-Seventh Street, in the Borough 
of Manhattan, City of New York, of a motion picture theater. The 
plot of ground in question is 155 feet in width on Broadway, with 
a depth of 277 feet, upon which plaintiff has a ground lease of 
about sixty years, and it has erected thereon a building devoted ex- 
clusively to the presentation of motion pictures at an expense of 
many hundreds of thousands of dollars, it being the first theater 
devoted to such use in this country built upon an elaborate scale. 
From the time of the beginning of building operations plaintiff ad- 
vertised its intention to use the name “The Strand” as the designa- 
tion of the new theater, and down to the time of its opening con- 
tinuously advertised its intention of adopting such name. Mitchel 
H. Mark, president of the plaintiff corporation, was the first per- 
son to adopt such name as the name of a theater in the United 
States or Canada, having first opened a theater for motion pictures 
under the name of ‘““The Strand” in Toronto, Canada, and thereafter 
opened a theater of the same name in Buffalo, New York. By 
means of signs, newspaper notices and other advertising for nearly 
eight months the proposed name of the new place of amusement 
was made known to the public, and the theater was finally opened 
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under that name on April 11, 1914. Wide publicity was given to 
the first performance held therein and peculiar interest attached 
to it by reason of the fact that it was claimed to be the largest 
moving picture theater in the world. Thereafter the name of the 
theater was continually kept before the theater-going public by 
means of most elaborate advertising, more than $50,000 yearly be- 
ing spent in New York City newspapers alone, in addition to ad- 
vertising throughout the country, billboard announcements displayed 
widely in the city (including the Harlem section), similar announce- 
ments along the lines of the railroads entering New York, wireless 
bulletins on steamships entering this harbor, paid notices in maga- 
zines, trade papers and weekly newspapers, and a general adver- 
tising campaign extending as far as Europe, South America and 
Australia. The patronage of the plaintiff's theater is drawn from 
all sections of the city of New York, including the Harlem section. 
After plaintiff had been conducting the theater in question (which 
has a seating capacity of 3,500) for more than three years and ex- 
pending large sums of money on publicity to identify the said name 
with its successful moving picture business, the defendants caused to 
be opened on One Hundred and Twenty-Fifth Street, between 
Park and Lexington Avenues, a motion picture theater which they 
called the “Harlem Strand.’ This theater was opened September 
28, 1917, and the defendants advertised extensively in papers 
printed for distribution in the Harlem section of the Borough of 
Manhattan and in the Sunday edition of the New York American. 
As soon as defendants’ intention to use said name in connection with 
their new theater was learned by the plaintiff, it caused the de- 
fendants to be notified of their objection to the use of such name, 
but, disregarding the notice, the defendants have continued to use 
the same. 


The defendants resist interference with their continued use 
of the name upon the ground that theirs is practically a neighbor- 
hood theater, to which admission may be obtained by the payment 
of 5, 10 or 15 cents, while the plaintiff's theater charges from 25 
to 50 cents; that the pictures shown at the plaintiff’s theater are 
first-run pictures and do not reach the Harlem Strand until perhaps 
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months afterward; that plaintiff's theater appeals to a wealthier 
class than does the defendants’ ; that plaintiff's theater features high 
class musical numbers in addition to its moving picture show, while 
the defendants only feature, in addition to the pictures, a large 
pipe organ. But every fact which appears upon this record dem- 
onstrates that the sole purpose of the adoption of the name “Har- 
lem Strand’ was to confuse the theater-going public as to the con- 
nection of defendants’ theater with that of the plaintiff. It ap- 
pears that it is not unusual for motion picture managers to have 
Harlem theaters, as well as those maintained by them in the lower 
part of the city, the name of the owner indicating the common 
ownership of both. The defendants’ theater is not a small build- 
ing, hidden away in an obscure section, but it is located on One 
Hundred and Twenty-Fifth Street, which is the amusement center 
of the Harlem section and where these uptown theaters maintained 
by downtown managers are located. It is admitted that defend- 
ants use an electric sign in front of their theater in which the name 
“Strand” appears in a vertical line about 12 feet by 2 feet in size, 
above which in a horizontal position, the letters close together, oc- 
cupying a space about 11% feet by 314 feet, appears the word “Har- 
lem,” and they also refer in their announcements to the fact that it 
is “A Broadway Theater at Your Door.” It is admitted that plain- 
tiff's patronage is drawn from all parts of the city of New York. 
The defendants offer no explanation as to how they came to adopt 
so obvious a copy of the plaintiff's name. Nor was their action 
ignorantly or inadvertently taken, for it appears that persons in- 
terested in the defendants’ theater are all well acquainted with 
the moving picture field (and one of the directors at least is as- 
sociated with it in a representative trade capacity), which neces- 
sarily brings to their constant attention the existence and success of 
the plaintiff’s theater, and most of them transact their ordinary 
business within daily sight of the plaintiff's theater. With the vast 
field of nomenclature at their dosposal, from which their ingenuity 
or taste could select a new and still suitable name, they have chosen 
to copy plaintiff's title, with the obvious purpose of profiting by 
the success, reputation and advertising campaign of the plaintiff 
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and to benefit by their business, creating the impression that their 
theater was the Harlem branch of the plaintiff's theater, or at least 
had some connection therewith. While there is considerable dis- 
tance between the two theaters, they are both in the metropolitan 
section, where distances are easily covered, and it is not disputed 
that plaintiff's theater appeals to a clientele in the Harlem section 
as well as in the lower parts of the city. Nor does the fact that the 
defendants charge a lower rate of admission than does the plaintiff 
answer the claim that they are disregarding the plaintiff’s rights. 
On the contrary, if they succeed in creating the impression that they 
are conducting a Harlem branch of the plaintiff's theater, the fact 
that they are charging a lower rate of admission will tend to divert 
still more the plaintiff’s patronage and aggravate the damage. De- 
fendants, with a theater seating from 1,200 to 1,500 people on one 
of the most prominent and largely traveled business streets in the 
city, should not be allowed to recklessly invade the plaintiff's rights, 
and by unfair business methods divert plaintiff's patronage. Nor 
is it an answer to say that plaintiff's theater produces first runs 
of motion pictures, i. e., shows them for the first time in the city, 
while defendants do not have the privilege of showing them until 
later, for both theaters present a list of largely identical stars and, 
needless to say, defendants do not advertise that they are showing 
later-run instead of first-run pictures. 

None of the decisions upholding the right of a person to use his 
own name in business is applicable here, for this is a case of an 
assumption of an arbitrary name, and the courts have often called 
attention to the different rule in the two cases. As was said in 
Material Men’s Mercantile Association, Lim., v. New York Material 
Men’s Mercantile Association (169 App. Div., 847): “It was not 
necessary for the defendant so nearly to copy the plaintiff’s cor- 
porate name, annual book and forms. The business it intended to 
conduct could have been described equally well by another name 
which would have distinguished the two corporations and would 
have prevented confusion. The use of so similar a name in the cir- 
cumstances fairly warrants the inference that it was selected by 
those who incorporated the defendant for the purpose of obtaining 
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some benefit or advantage from the good will of the plaintiff’s long 
established and successful business’; and at page 848: “The courts 
have often had occasion to decide in cases of infringement and un- 
fair competition whether the addition of a prefix or suffix is suffi- 
cient to distinguish one name from another and prevent deception, 
and it has usually been held that it is not, and that prior adoption 
and use entitles a corporation to protection against the use by a 
rival of a name so similar that it is calculated to deceive the public.” 
Nor is this prevention of the misappropriation of established cor- 
porate names limited to business corporations, but it has been ex- 
tended to charitable, patriotic and fraternal societies (Salvation 
Army in U. S. v. American Salvation Army, 135 App. Div., 268; 
Society of 1812 v. Society of 1812, 46 App. Div., 568; B. P. O. Elks 
v. Improved B. P. O, Elks, 205 N. Y., 459). It has even been held 
that it is of no moment that the defendants were not for the moment 
competing for business with the plaintiff (Metropolitan Tel. & Tel. 
Co. v. Met. Tel. & Tel. Co., 156 App. Div., 577) [8 T. M. Rep. 
221]. The protection given to the corporation in the use of its cor- 
porate name is given to it as well in respect to the trade-name 
adopted by it for the conduct of its business. The law relating to 
unfair competition has a three-fold object: First, to protect the 
honest trader in the business which fairly belongs to him; second, to 
punish the dishonest trader who is taking his competitor’s business 
away by unfair means, and third, to protect the public from decep- 
tion (Florence Mfg. Co. v. J. C. Dowd & Co., 178 Fed. Rep. 78). 
A party will be protected in the use of a name which he has ap- 
propriated and rendered valuable, and this rule is not limited 
to its use, as a designation of manufactured goods, but has been 
applied to the title of a hotel (Howard v. Henriques et al., 5 
N. Y. Superior, 726) and of an industrial troupe (Christy v. 
Murphy et al., 12 Howard’s Practice Reports, 77). Where the 
respective businesses are “near enough to each other to support 
the conclusion that the defendants’ conduct is calculated to de- 
ceive the public and induce the belief among customers that the 
defendants’ business is connected with the plaintiff's,’ relief will 
be given as against unfair competition, even though the businesses 
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be in different boroughs of the same city (Ball v. Broadway 
Bazaar, 194 N. Y., 429). Nor is it necessary for plaintiff to 
show that any person has actually been deceived by the similarity of 
name; it is the liability to deception which the remedy may be in- 
voked to prevent, and it is sufficient if injury to plaintiff’s business 
is threatened or imminent to authorize the court to intervene to pre- 
vent its occurrence. The owner is not required to wait until the 
wrongful use of the name has been continued for such a length of 
time as to cause some substantial pecuniary loss (J. A. Vulcan v. 
Meyers, 139 N. Y., 364; Phenix Cheese Co. v. King, 1076 App. 
Div., 735). 

No excuse is given for the selection by defendants of the name 
in question. The record satisfactorily establishes that the contin- 
ued use of that name will tend to confuse the public and deceive 
them as to a supposed connection of defendants’ place of amuse- 
ment with that of plaintiff. It is admitted that plaintiff’s theater 
derives its patrons in part from the Harlem section, and the two 
theaters are therefore competitors in business for that patronage. 
All the facts before us indicate that defendants by selecting the 
name “Harlem Strand” sought to unfairly deprive plaintiff of the 
trade-name they had built up in “Strand” as a name applied to a 
motion picture theater. 

As the defendants have absolutely failed to justify or explain 
their adoption of a name so closely resembling that of the plain- 
tiff, and as the obvious effect of their use of such name is to create 
the impression that it is conducting a branch of the plaintiff’s the- 
ater or is in some way connected therewith, and as their unlawful 
assumption of the name in question was had with full knowledge of 
plaintiff's claims and rights, we think a case was made out for the 
issuance of an injunction during the pendency of the action. 

The order appealed from will therefore be reversed, with costs 
and disbursements, and the motion for a temporary injunction 
granted, with costs. 


All concur. 
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In Re Tue Pace Company 
Court of Appeals of the District of Columbia 


December 3, 1917 


'rADE-MARK—TITLE oF A Boox. 

The title of a book cannot be a trade-mark, although an arbitrary 
name or mark used to designate a series of publications, each bearing 
its individual title, would stand on a different footing. 

Appeal from a decision of the examiner of trade-marks, refus- 
ing registration. Affirmed. 

P. B. Turpin and J. K. Brachvogel, for appellant. 

T. A. Hostetter, for the Commissioner of Patents. 

Van Orspet, J.: This appeal is from a decision of the Com- 
missioner of Patents refusing registration of the word “Pollyanna” 
as a trade-mark for a series of books. The record discloses that 
the series of books consists of but two, the title of one being “Polly- 
anna” and the other “Pollyanna Grows Up.” It may be inferred 
from the record that other volumes are to follow, and it is insisted 
that the series should be known as the “Pollyanna Series.”’ 

It will be observed that “Pollyanna” is the name of a book, 
not an arbitrary mark to designate a series of publications, each 
bearing its individual title. In this respect the word is clearly 
descriptive. It is the name of a particular book, and the public has 
no way of describing the book but by the use of the name. Un- 
doubtedly, a trade-mark may be registered for a series of literary 
publications, but it must be arbitrary, and not merely the name of 
any one or more of the series. The rule is well illustrated in the 
note by Mr. Rowland Cox to Clemens v. Belford (14 Fed. 728; 
Cox, Manual, 685), quoted with approval in Hopkins on Trade- 
Marks, sec. 85, as follows: ‘Thus the term ‘Old Sleuth Library’ 
was distinctly arbitrary, and never the name of a particular book 
or literary production, and for this reason it was in an accurate 
sense a trade-mark, and must continue to be as long as the publica- 
tion was continued. But if the publication of the periodical were 
discontinued for a period of years, the name would cease to be 
arbitrary and take its place in literature as indicating a definite 
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collection of articles, pictures, etc., and as soon as it acquired that 
settled meaning, it would, in the absence of copyright, become pub- 
lict juris.” 

The trade-mark law is not intended to conflict with or extend 
the operation of the copyright law. If a copyright is taken for a 
book or particular publication, the owner of the copyright enjoys 
the exclusive right to the use of the name as long as the copyright 
continues; but, when it expires, the privilege expires and the use 
of the descriptive name becomes publici juris. In the Britannica 
case (Black et al. v. Ehrich et al., 44 Fed. 793), Judge Wallace 
stated the rule after expiration of copyright, as follows: ‘‘Neither 
the author nor the proprietor of a literary work has any property in 
its name. It is a term of description, which serves to identify the 
work; but any other person can with impunity adopt it, and apply 
it to any other book, or to any trade commodity, provided he does 
not use it as a false token to induce the public to believe that the 
thing to which it is applied is the identical thing which it originally 
designated. If literary property could be protected upon the theory 
that the name by which it is christened is equivalent to a trade- 
mark, there would be no necessity for copyright laws.” Clearly, 
the word “Pollyanna,” being the title of the first volume of the 
series, is descriptive, and, as such, unregisterable. 

The decision of the Commissioner of Patents is right, and, 
therefore, is affirmed. The clerk is directed to certify these pro- 
ceedings as by law required. 


BorpEN’s CoNDENSED MiLk Co. v. Eaaie Mra. Co. 
Court of Appeals of the District of Columbia 
December 3, 1917 


Trave-Mark Opposition—Goops oF THE SAME DescripTIVE PROPERTIES. 
Dairy products and ice cream cones are not goods of the same de- 
scriptive properties. The use of the name “Borden’s” upon the latter 
is no trespass upon the right of another to use it in connection with 
the former. 


W. D. Edmonds, for appellant. 
E. T. Fenwick and L. L. Morrill, for appellee. 
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Ross, J.: This is a trade-mark opposition proceeding in which 
the Patent Office dismissed appellant’s opposition to the registra- 
tion by the appellee of the word “Eagle” as a trade-mark for ice 
cream cones. 

The case was heard upon an agreed statement of fact, and 
where such an agreement has been entered into the case must be 
determined in the light of it. District of Columbia v. Lee, 35 App., 
D. C. 341. 

Turning to the statement in the present case we find that ap- 
pellant and its predecessors for many years have used the trade- 
mark “Eagle” on dairy products, comprising “condensed milk, 
evaporated milk, milk, cream, evaporated cream, buttermilk and 
compounds of milk and a food product as, for example, malted milk 
and condensed coffee.’’ In 1905, a date long subsequent to the adop- 
tion and use by appellant, the appellee adopted it as a trade-mark 
on ice cream cones. These cones are a bakery product consisting 
of a dough, made wholly without milk or any dairy product, and 
are used as containers for ice cream. 

In the agreed statement it was stipulated that copies of all 
certificates of registration of trade-marks “necessary or desirable 
in this proceeding’ might be offered and marked in evidence. At- 
tached to appellant’s brief is a copy of a registration on June 17, 
1913, of the word “Eagle” as a trade-mark for ice cream. In this 
registration it is alleged that the mark has been used since Novem- 
ber 18, 1912. We cannot consider this registration. In the first 
place, it was not offered in evidence and brought to the attention 
of the Patent Office, since the Examiner of Interferences states 
“that opposer has not shown that it has ever used the mark 
‘Eagle’ on ice cream; it has not even alleged that it has made or sold 
ice cream.” The Assistant Commissioner in his decision said: 
“The opposer not only does not deal in ice cream cones, but this 
record does not indicate that it deals in ice cream itself.”” The 
stipulation to which we have referred in the agreed statement of 
fact was not intended to broaden the scope of the issue. Obviously, 
the registrations there referred to were intended to be limited to 
the specific issues agreed upon. Moreover, since appellee adopted 
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its mark in 1905 and appellant, according to the registration re- 
ferred to, did not commence to use the word as a trade-mark for 
ice cream until seven years later, it acquired no rights thereby. 

The sole question to be determined, therefore, is whether the 
use of the mark by appellee on ice cream cones and the use of the 
same mark by appellant on the dairy products heretofore mentioned 
will be likely to cause confusion. We agree with the Patent Office 
that it will not. In Borden Ice Cream Co. v. Borden’s Condensed 
Milk Co., 201 Fed. 510 [8 T. M. Rep. 80], the Circuit Court of Ap- 
peals for the 7th Circuit ruled that the former company, which made 
commercial ice cream, did not come into competition with the latter 
company which sold dairy products, even though both used the same 
trade-mark. There is too much difference between dairy products 
and ice cream or ice cream cones to make applicable the rule an- 
nounced in Simplex Co. v. Gold Car H. & L. Co., 43 App., D. C., 
28 [5 T. M. Rep., 200]; Fishbeck Soap Co. v. Kleeno Mfg. Co., 44 
App., D. C., 6 [5 T. M. Rep., 327]; and Canton Culvert & Silo Co. 
v. Consolidated Car Heating Co., 44 App., D. C., 491 [6 T. M. Rep., 
280], to the effect that the owner of a trade-mark will not be unduly 
restricted in the legitimate and natural extension of his business by 
the registration of the mark to another. 

The decision is affirmed. 





Boston RusBer SHOE Co. v. Jos—EpH ABRAMOWITZ 
Court of Appeals of the District of Columbia 
December 3, 1917 


Trave-Mark INTERFERENCE—GoopDs OF THE SAME Descriptive PROPERTIES. 
Rubber boots and shoes are goods of the same descriptive proper- 

ties with leather shoes. 

Appeal from a decision of the Commissioner of Patents in 
favor of appellee. Reversed. 

E. W. Vaill and Clarence O. McKay, for appellant. 

Isidor E. Schlesinger, for appellee. 

Van Orspet, J.: This appeal is from the decision of the 
Commissioner of Patents in a trade-mark interference. 
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The Boston Rubber Shoe Company filed an application on 
September 17, 1915, for the registration of the word “Hub” as a 
trade-mark for “‘boots and shoes having canvas uppers and leather 
and rubber soles.” Abramowitz applied on June 25, 1915, for the 
registration of the words “The Hub,” together with a picture of a 
hub, as a trade-mark for “leather shoes.” The Boston Company 
secured registration of its mark on June 4, 1912, for use on rubber 
boots and shoes. Abramowitz has used his mark since 1914. 

The Commissioner held that there was no interference in fact, 
and that the “Boston Company having failed to show use of its mark 
on shoes of the character it specifies is not entitled to register.” 
He further held that, in the absence of any interference, “the filing 
papers of Abramowitz are sufficient to support his case.” 

The theory upon which this finding is based is expressed in 
the opinion of the Commissioner, as follows: ‘““There is no evidence 
that the Boston Company ever used the mark in either form on any 
leather shoes. Its mark is a mark for rubber goods. The very 
fact that for over thirty years the mark has been used on rubber 
goods would argue against its association with leather shoes, which 
are an entirely different class of goods, made by totally different 
processes. The testimony as to use of the mark in 1910 on tennis 
shoes is not material merely because these shoes had leather insoles. 
The testimony that the mark was used on lumbermen’s rubber shoes 
with leather tops not only fails to state a date, but would not be ma- 
terial if it did; for such shoes are not leather shoes.” 

The error into which the Patent Office has fallen is in a rigid 
adherence to the separate classification of rubber and leather goods. 
The particular subject-matter of this interference is whether or not 
the marks of the contending parties are so similar as to create con- 
fusion in trade when used on footwear generally or on particular 
grades of footwear. The use of leather and rubber, and partly 
leather and partly rubber footwear is so general and so interrelated 
in use by the public, that the purchaser should not be called upon to 
discriminate between the goods put out by one of two users of the 
same mark. The marks in question are the same, and we are dis- 
posed to hold that they are used upon goods of the same descriptive 
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qualities within the provisions of the trade-mark law. That their 
use would be likely to lead to confusion in trade, we have no doubt. 

The prior registration and use of the Boston Company’s mark 
on particular kinds of footwear would entitle it to extend its use to 
other kinds of goods within the same particular classification, and 
give it sufficient standing to contest the right of Abramowitz to 
registration. It is unnecessary for us to consider the question of 
the right of the Boston Company to have its mark registered for 
“boots and shoes having canvas uppers and leather and rubber 
soles,” since its prior use on particular kinds of footwear is suffi- 
cient to forbid the registration of the Abramowitz mark for foot- 
wear generally or for particular grades thereof. 

The field of selection of an arbitrary mark is sufficiently broad 
to enable Abramowitz to select a mark which will have no tendency 
to conflict with the mark of the Boston Company. To impose this 
duty is only consonant with a due regard for the restriction which 
the law has placed upon the selection of trade-marks sought to be 
registered. Public security is the first consideration, and the courts 
should diligently seek to construe the law to that end. 

We are of opinion that Abramowitz is not entitled to have his 
mark registered. The question of the right of the Boston Rubber 
Shoe Company to have its mark registered is left open for the 
further consideration of the Commissioner of Patents in the light 
of this opinion. With this qualification, the decision of the Com- 
missioner is reversed, and the clerk is directed to certify these pro- 
ceedings as by law required. 
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LAMBERT PHarMAcAL Co. v. MentHo-ListiNE CHEMICAL Co. 
Court of Appeals of the District of Columbia 
December 3, 1917 


TrapE-MarKk OpposirionN—ConrFtiictinG Marks. 
The word “Mentho-Listine” is an infringement upon the previously 
well-known trade-mark “Listerine.” 

Appeal from a decision of the Commissioner of Patents in 
favor of the applicant. Reversed. 

Geo. Ramsay and Geo. P. Burleigh, for appellant. 

Percy H. Moore, for appellee. 

Van Orspvet, J.: The Mentho-Listine Chemical Company, 
of Houston, Texas, applied for the registration of the word “Men- 
tho-Listine’” as a trade-mark for mouth wash and toothpowder. 
Opposition to the registration was interposed by the Lambert Phar- 
macal Company, a Missouri corporation, on the ground that it is 
the owner of a registered trade-mark consisting of the word “Lister- 
ine,” which it has used as a trade-mark for toothpowder since 1881, 
and “that there is such a similarity between the words ‘Listerine’ 
and ‘Mentho-Listine’ that it is calculated to confuse the ordinary 
purchaser.”” From an order of the Commissioner of Patents dis- 
missing the opposition and adjudging applicant’s mark entitled to 
registration, this appeal was taken. 

It is agreed that the goods on which the marks are used are 
the same, and that the only question before the court is whether the 
marks are so similar as to be liable to create confusion in trade. 
Passing over the possible non-registerability of the mark because 
it is the name of the applicant company, we will dispose of the case 
on the single question of the deceptive similarity of the marks. 
The case is ruled by In re Barrett Mfg. Co., 37 App. D. C. 111 [1 
T. M. Rep. 122] where the word “Creo-Carbolin” was held to be 
deceptively similar to the word “Carbolineum.” It was there held 
that the prefix “Creo” did not render the marks dissimilar, and the 
same is here true of the prefix ““Mentho.”’ Besides, there would be 
nothing to control the manner in which the prefix might be printed 
so as to give especial prominence to the word “Listine.” Where there 
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is doubt it should be resolved in favor of the protection of the public. 
As was said in the case of Lambert Pharmacal Co. v. Bolton Chem- 
ical Corp., 219 Fed. 825 [5 T. M. Rep. 38] where the court was con- 
sidering whether the trade-mark “Listogen” was deceptively similar 
to “Listerine’’: ‘‘Of course, the burden of proof always rests upon 
the moving party, but having shown the adoption of a similar trade- 
name, arbitrary in character, I cannot see why speculation as to the 
chance that it will cause confusion should be at the expense of the 
man first in the field. He has a right to insist that others in mak- 
ing up their arbitrary names should so certainly keep away from his 
customers as to raise no question.” 

The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law required. 












Jacos ExvisHewitz v. Leyse, Green & Co. 


Court of Appeals of the District of Columbia 
December 3, 1917 


Descriptive TerM—‘LEGHORNETTE” For Hats. 
The word “Leghornette” as applied to hats, is descriptive. 

A. D. Kenyon, for appellant. 

No appearance for appellee. 

Ross, J.: Appeal from a decision of the Patent Office can- 
celling the registration of the word “Leghornette” as a trade-mark 
for hats on the ground that it is descriptive. 

The Assistant Commissioner said: “A leghorn hat is a very 
well and widely known article of commerce, fully described by the 
name ‘leghorn,’ whether it is a woman’s hat or a man’s hat. * * * 
The real leghorn hat is marked ‘Genuine Leghorn,’ and the sample 
hat bands filed in the application of Elishewitz are marked ‘Genuine 
Leghornette.’ The petitioner for cancellation shows injury by the 
registration, though injury will be presumed to follow the improper 
registration of any descriptive word. 

“T consider the word leghornette to be clearly descriptive. The 
suffix ette is very commonly and widely used to indicate a small edi- 
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tion or else an imitation. I think nobody would hesitate in assum- 
ing that a leghornette hat was an imitation leghorn hat.” 

We agree with the Assistant Commissioner, for in our view 
“leghornette” clearly would convey to the average purchaser the 
idea of the character or quality of the hat to which it was affixed, 
and therefore, should not be registered. The decision is affirmed. 


Mivvarp F. Fie.p, er av. v. Howarp D. CoLeMan 
Court of Appeals of the District of Columbia 
December 3, 1917 


TrapE-Mark INTERFERENCE—MorTIon To DissoLve—APPEAL. 
No appeal lies to this court from a decision of the Commissioner 


of Patents, dissolving an interference. 

Irving U. Townsend, for appellant. 

Luther L. Miller, Bacon & Milans and Lincoln B. Smith, for 

appellee. 

Per Curtam: This is an appeal from the Commissioner of 
Patents in an interference proceeding affirming the decision of the 
Board of Examiners-in-Chief, which, in turn, affirmed the decision 
of the Primary Examiner dissolving the interference. A motion 
to dismiss has been interposed, on the ground that we are without 
jurisdiction to entertain the appeal, because there was no judgment 
of priority entered by the Commissioner. Not only was there no 
judgment of priority entered by the Commissioner, but such a 
judgment could not have been entered, since the case was appealed 
through the various tribunals of the Patent Office upon the sole 
question of whether the motion to dissolve the interference should 
be sustained or denied. At no stage of the proceedings was the 
question of priority tried or determined. 

An order sustaining a motion to dissolve an interference dis- 
poses of the interference, and leaves nothing on which to base a 
judgment of priority. Carlin v. Goldberg, 45 App. D. C., 540. We 
have held in many cases that this court is without jurisdiction to 
entertain an appeal in an interference case except from a judgment 
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of priority. In re Fullagar, 32 App. D. C., 222; Cospar v. Gold, 
34 App. D. C. 194; Carlin v. Goldberg, supra. 


The motion to dismiss the appeal is sustained. 
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